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Abstract

The main purpose of this study is to discuss how medium and small enter-
prises from Japan with limited management resources should deal with potential
issues associated with the recognition of agreement risks in terms of joint re-
search and development.

When manufacturers expand to overseas markets, it is very important to pay
attention to the protection of intellectual property rights. Without understanding
what categories of intellectual properties involving their actual technologies and
products being exported and used for local manufacturing are applicable to and
how they are protected, an investment could well turn out to be a waste.

It is therefore imperative to apply and register intellectual property rights that
are needed in the development of overseas business. It should be noted that na-
tional intellectual property rights are completely independent of one another.
That is to say, intellectual property rights acquired in Japan are in principle not
protected abroad with the exception of copyrights. If manufacturers want to ex-
port products or manufacture them overseas, they cannot make a claim for
rights even if local companies copy them unless such manufacturers obtain intel-
lectual property rights in each individual relevant country.

At the same time, if a manufacturer secures intellectual property rights in a
relevant country, they can claim for an injunction suspending the infringement
or demand damages when a competitor infringes upon their rights. When a
manufacturer chooses countries to apply for intellectual property rights, they
need to choose one where they are most likely to license the use of their intellec-
tual property rights, going forward, in addition to factors of relevance such as
countries their products are exported to and/or where local production takes
place, in addition to competitors' production bases.

In Japan, the government will present a guiding principle to protect intellec-
tual properties and technologies owned by medium and small enterprises in the
fall of 2020. This aims to prevent large enterprises with which they are conduct-
ing business from unlawfully acquiring and utilizing the intellectual properties
and/or technologies of medium and small enterprises. The government appears
to also include a support measure based on an appropriate evaluation of intellec-
tual properties and/or technologies by lawyers and patent attorneys so that such

medium and small enterprises are not handicapped by agreements when submit-
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ting a rough estimate for the budget of Fiscal 2021. The background to this is the
fact that an increasing number of large manufacturers are starting to conduct
business with medium and small manufacturers with high levels of technological
and development strengths. It has been reported that many issues have been
found during these transactions. For example, a large company stole know-how
that was owned by a small printing company when it visited the printing com-
pany's factory for an "inspection." Another case involved a smaller manufacturer
jointly developing image recognition technology with a large automobile com-
pany, but the automotive manufacturer acquired the rights to the technology
without notice and tried to apply it to fields other than automobiles.

Medium and small enterprises that are in a vulnerable position, however, find
it "difficult to turn down" such inappropriate use for fear that their business
with large enterprises might be terminated. The Small and Medium Enterprise
Agency established the Intellectual Property Transaction Study Meeting in July
2020, judging that many joint research agreements are unilateral where only the
large enterprises have real rights. The guiding principle from the Japanese gov-
ernment will include specific measures to solve issues such as a shortage of spe-
cialists who assist with the management of medium and small enterprises from
the viewpoint of intellectual properties and the medium and small enterprises'
lack of recognition about the importance of intellectual property protection. The
agency will develop support measures to make the utilization of lawyers, etc.
easier and also support them in terms of budgetary issues. As such, the Japa-
nese government is ready to offer an actual guiding principle in "supporting me-
dium and small enterprises in the field of intellectual properties."

There are also sometimes cases where large companies from abroad inappro-
priately acquire and use intellectual properties and/or technologies owned by me-
dium or small enterprises. The above guiding principles, laws and regulations for
"supporting medium and small enterprises in the field of intellectual properties"
are not applicable to overseas companies at this point in time. Until the Japa-
nese government concludes treaties, etc. pertaining to this matter with other
countries, legal force will not be effective. At the moment, therefore, medium and
small manufacturers as concerned parties need to pay extra attention to the ap-
plication and registration of intellectual property rights when expanding to over-
seas markets and at the same time, recognize the risks from agreements for
joint research and development with large enterprises in the West, etc. with
which they may partner up with and take countermeasures. However, medium

and small enterprises are vulnerable in this regard.
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(1) B-Developed Information.

Information and ideas specifically developed by B under, or in order to
perform any purchase order for the provision of goods or services to A,
and required for the design definition or unique production requirements of
such goods or services shall be owned by and disclosed to A at A's direc-
tion, and shall be treated as “A Proprietary Design Information” in accor-
dance with this Agreement.

Such information includes without limitation designs, unique processes,
drawings, prints, unique specifications, reports, data, and other technical
information, regardless of form, and all unique equipment, tools, gauges,
patterns, process sheets or work instructions related to such goods or serv-
ices.
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(2) Remedy

1. B agrees that a violation of any obligation under this Agreement
would inflict severe injury upon A which cannot be adequately remedied
at law, and that A would be entitled to equitable relief, including injunc-
tion, replevin and specific performance, as a remedy for such breach.

2. B further agrees that such remedies shall not be deemed to be exclu-
sive, but shall be in addition to all other remedies available to A at law
or equity.

3. B further agrees that A would be entitled to its reasonable attorney
fees incurred with respect to a violation of any obligation of this Agree-
ment
GRED
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sense: the common technological base supporting both civilian and military technologi-
cal development can, for instance, provide an opportunity for defense manufacturers
to diversify into civilian operations, and/or exploit commercial technologies for military
applications. “--Conference Paper Dual use technologies and the different transfer
mechanisms; The International School on Disarmament Research on Conflicts (ISO-
DARCO) 19th Summer Course Candriai; Jordi Molas-Gallart (SPRU) ; 26 August -
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“A party's remedies set forth herein are not exclusive and are in addition to any
and all other remedies available at law or in equity.”
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“Licensee acknowledges that its breach of this Agreement may result in irreparable
injury to Licensor for which there will be no adequate remedy at law, and Licensor
shall be entitled to equitable remedy, including specific performance and injunctive
relief, in the event of any breach or threatened breach of this Agreement by Licen-
see.”
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